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CAN'T FIND SOMETHING? 
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products and services 

PATENT PENDING: Euan Taylor  
How to kick the tires 

Buying a patent or a patent portfolio? Do your homework first. Here are some quick 

pointers on what to look for. 

What do the claims say? The claims, the numbered paragraphs that may be at the 
end of the document, are what define the scope of the exclusive right that the 

patent confers on its owner. To infringe the patent, a party need only satisfy all the 
limitations of any one of the claims or come close enough to doing so that they are 
caught by a legal doctrine that can expand the meaning of the claims to catch close 

equivalents of what is described. 

The independent claims (those that do not refer back to other claims) are the 
broadest, and it is often expedient to limit an initial analysis to the few independent 

claims. If a device or process is not caught by the independent claims, then it will 
not be caught by the narrower dependent claims. 

Are there other relevant patents that could be an obstacle to work the invention? 

Owning a patent does not give you the right to work the invention, only to stop 
others using it. A patentee working his own valid and issued patent may 
nonetheless infringe on an equally valid third-party patent. It is advisable to do 

some searching to identify other patents in the same area in order to assess 
“freedom to operate” in the territory. 

How old are any filings? Patents will generally expire 20 years from their filing date; 

make sure how much life you are going to get out of a patent or application before 
you buy it. 

Is what you are buying an issued patent? If it is only a pending application, then 

take a look for any corresponding U.S. or other applications. See what prior art has 
been cited against them and how the prosecution is going. The results in Canada 
may follow a similar pattern. While an issued patent has an initial presumption of 

validity, claims are often struck down in litigation. You may wish to have prior art 
searches conducted and a legal opinion prepared on the validity and scope of the 
filing before you agree to buy it.  

Have all the necessary fees been paid on good time and all necessary filings made? 
In patent practice, there are many deadlines: deadlines for filing applications, 
paying fees, filing documents, etc. If a deadline is missed, then rights may be lost.  

Are you buying international rights? Although it is possible to file an international 
patent application (a so called PCT application), there is no such thing as an 
“international patent.” Patent rights are jurisdictional and have to be pursued 

separately in each jurisdiction of interest. If foreign jurisdictions such as Europe or 
the U.S. are important to you, make sure that filings have been made there or are 
still possible, and that those jurisdictions are included in what you buy.  

Are the filings subject to any litigation or oppositions here or abroad? If someone is 
already in court trying to invalidate or oppose the filing, you may want to know 
more about the state of those proceedings. On the other hand, if the filing has 

already survived a legal challenge, there is more reason to be confident that it will 
stand up in future litigation. 

Who is the registered owner? The patent databases will identify the applicant. Make 

sure it is the same name as the party purporting to sell, and ask to see the chain of 
title. There should be an uninterrupted chain of assignments transferring rights 
from the inventors, through any intermediate parties, to the current vendor. Those 

assignments should all be registered with the relevant patent offices.  

Some information can be quickly checked using online databases. The EPO 
(European Patent Office), USPTO (US Patent and Trademark Office), WIPO (World 

Intellectual Property Organisation) and CIPO (Canadian Intellectual Property Office) 
all maintain databases that can be easily located in a Google search and are 
relatively easy to use. Doing some research on your own initially can save a lot of 

wasted energy and give you a much better idea of what you may be buying. But 
this is a very specialized field, and substantive research is not readily amenable to 
do-it-yourself efforts.  

Before you commit to forking out money, you should turn to qualified counsel to 
ensure that your own preliminary conclusions are correct.  

If you are selling patents, it is advisable to go through some of this research 

yourself. This way you can see what any potential purchaser is going to find and 
can be ready to answer any immediately foreseeable questions.  

While there is much you can initially do yourself, ultimately this is a very specialized 

area of law. You are strongly advised to seek qualified professional assistance 
regarding any transaction you may be contemplating. • 

Euan Taylor is a lawyer at Davis LLP, in Vancouver. He is a qualified patent agent 

and trained arbitrator. He can be contacted by e-mail at etaylor@davis.ca. 
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BIV Events 

� BIV Colour Series WHITE Breakfast: 
Corporate Philanthropy, What the 
future holds Click here to purchase 
tickets  

� Influential Women in Business 
Awards Click here to submit a 
nomination  

Branded Content 
 New factory finished veneer interior 

door grouping: ClearLine 
Lynden Door 

 Duocom sells it's Vancouver operation 
to Evolution 
Evolution Presentation Technologies 

 Challenge extended 
Karyo Edelman 

 Integrated cancer care... an inspiring 
shift towards health 
InspireHealth 

 Access is everything 
City of Richmond 

 PRA keeps it local, goes global 
PRA International 

 Applying genomics across B.C.'s key 
economic sectors 
Genome BC 

 Life sciences sector programs 
BC Innovation Council 

 B.C.'s Pacific Inland Coast drives new 
investment for Canada 
District of Kitimat 

 Significant growth ahead in Maple 
Ridge 
District of Maple Ridge 

 How to multiply your sales efforts 
Antarctica Digital Marketing Inc. 

 Careers in Payroll – Contributing to 
Canada’s Economy 
The Canadian Payroll Association (CPA) 

Contact Katherine Butler at KButler@biv.com 
or 604-608-5158 to learn more about our 
branded content packages. 
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